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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, hofwever, may a reply be timely filed 
after SIX (6) MONTHS from the maPing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period wrill apply and will ej^ire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply vwll, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)K Responsive to communication (s) filed on 16 August 2001 . 
2a)M This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) t:9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Clalm(s) is/are allowed. 

6) S Claim(s) hi is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Z2 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) n The proposed drawing correction filed on is: 3)0 approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)l3AII b)n Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary {PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infomial Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

Amendment Entry 

1. Applicants' amendment and response filed 8/24/01 in Paper No. 8 is 
acknowledged and has been entered. Claim 1 has been cancelled. Claims 2-9 have 
been amended. Claims 2-9 are pending and under examination. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 

Rejection Withdrawn 
Claim Rejections - 35 USC §112/ 103 

3. The rejection of claim 1 is now moot in light of Applicant's cancellation of the 
claim. 

Reiection Maintained 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 2-9 stand rejected under 35 U.S.C. 1 12, second paragraph, as being 
Indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention, for reason of record. 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103© and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

5. Claims 2-5 and 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Elhammer et al. (WO 96/15258) in view of Mengin-Lecreaux et al. (Journal of 
Bacteriology, August 1991) and Kohlrausch et al. (Journal of Bacteriology, June 1991 ), 
for reason of record. 
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Response to Arguments 

6. Applicant's arguments filed 8/1 6/01 have been fully considered but they are not 
persuasive. 

A) Applicant argues that claim 2 is definite. Applicant points to page 6 of the 
specification of the instant application where the relationship between the measurement 
of light energy and peptidoglycan synthesis is disclosed 

In response, claim 2 remains incomplete for omitting essential steps, such 
omission amounting to a gap between the steps. See MPEP § 2172.01. To reiterate, it 
is unclear, as recited, how detection of peptidoglycan synthesis as required by the 
preamble in the base claim of the claimed invention is effected, by merely "measuring 
light energy". Specifically, a correlation step correlating the "light energy measured" 
with the "peptidoglycan synthesis" is missing and/or not distinctly recited in the rejected 
claim. 

Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

B) Applicant argues that Elhammer describes application of SPA technology to a 
mammalian sugar transferase reaction such as quantitation of reaction products in 
GalNAc-transferase assays using Gal N Ac-specific lectin. Applicant then argues that 
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Elhammer is highly specific and does not provide a general teaching of its application 
with other assays, including peptidoglycan synthesis. 

In response, Elhammer discloses application of SPA in studying cellular 
processes such as the presence of membrane bound enzyme Gal-Nac-transferase. 
Absent unexpected results, it would have been obvious to one of ordinary skill to have 
applied its use with bacterial, i.e. cellular, processes such as in detecting peptidoglycan 
synthesis, e.g. transpeptidase or transglycosylase or UDP-N-Acetylglucosamine:N- 
Acetylmuramyl-Pentapeptide Pyrophosphoryl-Undecaprenol N-Acetylglucosamine 
transferase such as in the teaching of Mengin-Lecreaux for peptidoglycan synthesis in 
Escherichia coli or UDP-N-acetylglucosamine, UDP-N-acetylmuramyl-L-alanyl-D- 
glutamyl-m-diaminopimelyl-D-alanyl-D-alanine (UDP-MurNAc-pentapeptide) in the 
teaching of Kohlrausch of peptidoglycan synthesis (formation of bacterial cell walls) in 
E. coli. 

7. For reason aforementioned, no claims are allowed. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Gailene R. Gabel whose telephone number is (703) 
305-0807. The examiner can normally be reached on Monday to Friday from 7:00 AM 
to 4:30 PM. The examiner can also be reached on alternate Fridays at 7:00 AM to 3:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Long Le, can be reached on (703) 305-3399. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 308-4242. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0196. 



Gailene R. Gabel 
Patent Examiner 
Art Unit 1641 
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